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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1, specifies "at least one suction means. .."and "detection means...". 

The Court of Appeals for the Federal Circuit, in its en banc decision In re 
Donaldson Co., 16 F.3d 1 189, 29 USPQ2d 1845 (Fed. Cir. 1994), decided that a 
"means-or-step-plus-function" limitation should be interpreted in a manner different than 
patent examining practice had previously dictated. However, in Donaldson, the Federal 
Circuit stated: Per our holding, the "broadest reasonable interpretation" that an 
examiner may give means-plus-function language is that statutorily mandated in 
paragraph six. Accordingly, the PTO may not disregard the structure disclosed in the 
specification corresponding to such language when rendering a patentability 
determination. 

The USPTO must apply 35 U.S.C. 112, sixth paragraph in appropriate cases, 
and give claims their broadest reasonable interpretation, in light of and consistent with 
the written description of the invention in the application. See Donaldson, 16 F.3d at 
1 194, 29 USPQ2d at 1850 (stating that 35 U.S.C. 1 12, sixth paragraph "merely sets a 
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limit on how broadly the PTO may construe means-plus-function language under the 
rubric of reasonable interpretation.'"). The Federal Circuit has held that applicants (and 
reexamination patentees) before the USPTO have the opportunity and the obligation to 
define their inventions precisely during proceedings before the PTO. See In re Morris, 
127 F.3d 1048, 1056-57, 44 USPQ2d 1023, 1029-30 (Fed. Cir. 1997) (35 U.S.C. 
112, second paragraph places the burden of precise claim drafting on the applicant); In 
re Zletz, 893 F.2d 319, 322, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989). 

Applicants and reexamination patentees before the USPTO have an opportunity 
and obligation to specify, consistent with these guidelines, when a claim limitation 
invokes 35 U.S.C. 1 12, sixth paragraph. 

A claim limitation will be interpreted to invoke 35 U.S.C. 1 12, sixth paragraph, if it meets 
the following 3-prong analysis: 

(A) the claim limitations must use the phrase "means for " or "step for; " 

(B) the "means for " or "step for " must be modified by functional language; 
and 

(C) the phrase "means for " or "step for " must not be modified by sufficient 
structure, material or acts for achieving the specified function. 

With respect to the first prong of this analysis, a claim element that does not include 
the phrase "means for" or "step for" will not be considered to invoke 35 U.S.C. 112, 
sixth paragraph. If an applicant wishes to have the claim limitation treated under 35 
U.S.C. 112, sixth paragraph, applicant must either: (A) amend the claim to include the 
phrase "means for" or "step for" in accordance with these guidelines; or (B) show that 
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even though the phrase "means for" or "step for" is not used, the claim limitation is 
written as a function to be performed and does not recite sufficient structure, material, or 
acts which would preclude application of 35 U.S.C. 112, sixth paragraph. See Watts v. 
XL Systems, Inc., 232 F.3d 877, 56 USPQ2d 1836 (Fed. Cir. 2000). 

Presently, "at least one suction means, by means of which .." and "detection 
means, into which a reticle..." do not include the proper "means for" format and 
therefore does not to invoke 35 U.S.C. 112, sixth paragraph. The claims are considered 
to be confusing and indefinite since it is unclear as to which statute applicant desires the 
claims to be interpreted. In this Office Action the pending claims have been "given 
*>their< broadest reasonable interpretation consistent with the specification." > In re 
Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000).< Applicant 
always has the opportunity to amend the claims during prosecution, and broad 
interpretation by the examiner reduces the possibility that the claim, once issued, will be 
interpreted more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 162 
USPQ 541 , 550-51 (CCPA 1 969). 

1 In claim 3, it is indefinite as to what structure "opposite-lying sides" defines. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
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1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1,5,6,9,12,17 of U.S. Patent No. 
7,047,984. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the detection device and cleaning chamber being in 
the same housing as defined in claim 1 1 would include the relative position of the 
detection unit and cleaning chamber being opposite as claimed in the instant 
application. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States; or 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
02/01292, published January 3, 2002. 

The English equivalent (US patent 7,047,984) will be used as the basis for the 
disclosure of the WO publication. 

The claims are replete with structural elements defined by process limitations, 
i.e., "detection means into which a reticle can be introduced from one feed side of the 
detection unit"; "feeding device, which is provided solely for exchanging a reticle 
between the cleaning unit and the detection unit". 

While features of an apparatus may be recited either structurally or functionally, 
claims directed to >an< apparatus must be distinguished from the prior art in terms of 
structure rather than function. >ln re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 
1429, 1431-32 (Fed. Cir. 1997) "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990). Accordingly, it is recommended that applicant 
amend the claims such that the structural element is constructed so as to provide the 
desired function. For example, "a detection means constructed so that a reticle can be 
introduced from one feed side of the detection unit...". 

Figure 1 shows a cleaning device (5) within a storage apparatus (1 ) for reticles. 
Figure 4 shows a cleaning unit (5) having two gas feeds (5), at least one suction means 
(53), a detection unit (6; figure 3) in which the reticle is arranged between two arms (22, 
23) of a support on a carriage (not shown) that is displaced in a horizontal X-Y plane 
(col.5, lines 45-56). 



Application/Control Number: 10/628,294 Page 7 

Art Unit: 1744 

Figure 1 shows the carriage positioned outside of the detection device (6). The reticle is 
feed on the carriage, on a X-Y horizontal plane by moving from the left to the right 
through an opening which is not shown, but is easily envisioned being positioned next to 
the carriage. The device further includes a feeding device (4) having a linear Z-axis, on 
which a carriage (63) can be displaced in the z-direction transferring the reticle from the 
cleaning device (5) to the detection device (6). Longitudinally, the opening to the 
cleaning device (5) is opposite the opening of the detection device (6). Figure 4 shows 
that the chamber (42) has an inlet (positioned on the left) and outlet (positioned on the 
right) which is considered to read on the limitations of claims 4 and 5. The embodiment 
illustrated in figure 5 is considered to read on claim 6. 

Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by USP 
6,656,017 (Jackson). 

Figure 4a illustrates the embodiment which is considered to read on the claimed 
invention. The device is for cleaning photodiodes (24) positioned on a carrier (28a) 
which is transported via feeding device (86) into the first opening (46) of cleaning unit 
(44), the unit (44) having a gas inlet (72) which sprays a cleaning gas across the diodes 
(24) and exits a suction means (48) and a detection means (100) having a feed side 
adjacent the outlet (48). Since the (46) opening of the cleaning unit (44) is positioned 
relative to the detection means as is described in the application, their relative position 
is considered to be "opposite each other". 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Redding whose telephone number is 571-272- 
1276. The examiner can normally be reached on Mon.-Fri. 6:00 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran-Piazza can be reached on 571-272-1224. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

David A Redding 
Primary Examiner 
Art Unit 1744 
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